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Application No. 

09/807,353 
Examiner 

Knshnan S Menon 



— 



Applicant(s) 
FONGALLAND ET AL 4 
Art Unit " j 

1723 i 



All participants (applicant, applicant's representative, PTO personnel): 

(1) Knshnan S Menon . (^'^ 

(2) Chris Lewis, attorney of record . (4) • 

Date of Interview: 05 February 2003 . 

Type- a)El Telephonic b)^ Video Conference 

c)n Personal [copy given to: 1)0 applicant 2)0 applicant's representative] 

Exhibit shov/n or demonstration conducted: d)^ Yes e)^ No. 
If Yes, brief description: . 

Claim(s) discussed: . 



Identification of prior art discussed: . 

Agreement with respect to the claims f)n was reached. gO was not reached, h)^ N/A. 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
Sed or any other comments: Attorney had calle d f^arlier to enauire about an examiner -si qned copy of the PS 
hliTm^^^^^^^^ the n ffine action n^ ^mm:. On retrieving the file and inspecting^ an IDS was found 
entered and considered. Signed copy of IDS being mailed herew ith. . 

(A fuller description, if necessary, and a copy of the amendments which the examiner ^^^'^^^^^^^^^^^ 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

i)n It is not necessary for applicant to provide a separate record of the substance of the interview(if box is 
checked). 

unless the paragraph above has been checked, THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION 
MUST NCLUDE THE SUBSTANCE OF THE INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office 
Sn as a^eady beenS, A^ IS GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A 

Statement OF THE substance of the interview, see summary of Record of Interview requirements on 
reverse side or on attached sheet. 




A/ WALKER 
.PH^V'SORY PATENT EXAMINER 
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Examiner Note: You r^ust s,gn th.s form ur^less ,t ,s an ExamineV^^nat^ureyif 7equ.red 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 
The following h a quotation of the appropriate paragraphs of 35 U.S.C 102 that fomi the 
basis for the rejections under this section made in this Office action: 

A person sbdl be e milled to a paten: luikss - 

(b) the invention ^^05 patented or described in a printed publication in this or a foreign countr^^ or in public use or on sale in 
tliis countr)', more th.ui one )ear prior to the date of application for patent m the United States. 

(e) the mvention w.\s described in a patent granted on m application for patent by another filed in the United States 
before tlie invention thereof bytlie appHcant for patent, or on international application by another who h.)s 
fulfilled the requirements of paragrapl:is (1), (2), iind (4) of section 371(c) of tliis title before the invention thereof by 
the applic.mt for patent. 

The changes made to 35 U.S.C 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 do 
not apply when the reference is a U.S. patent resulting directly or indirectly from an intemational 
application filed before November 29, 2000. Therefore, the prior art date of the reference is 
determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 35 U.S.C. 
102(e)). 

1. Claims 1,2,6-10,12,13, 17 and 18 are rejected voider 35 U.S.C 102(b) as being clearly anticipated 
byStonehait et al (US 5,523,181) 

Stonehart (181) teaches a substrate or a composite membrane comprising a porous matrix of 
amorphous silica fibers (col 4 lines 15-34) bound by a binder (col 4 lines 47-54) as in instant claims 1 
and 2 and ha\ing an ion- conducting pol}mer ( col 4 lines 47-54) as in instant claims 8 and 10 for use 
in a composite membrane as in instant claim 9 or fuel cell as in instant claim 13 (col 3 lines 43-53). 
The silica fibers are of 6-micron diameter as in instant claims 6 and 7 (col 4 lines 28-33). Membrane 
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thickness >200 microns as in instant claim 12 (col 5 lines 25-29). The refeiience also teaches a 
membrane electrode assembly and a fuel cell as in instant claim 17 and 18 (col 3 lines 43-53; col 7 
lines 1-13). 

2. Claims 14, 15,16 and 19 are rejected under 35 U.S.C 102(e) as being clearly anticipated by 
Denton et al (US 6,042,958). 

Denton (958) teaches a process for manufacttire of a substrate comprising the steps of 
dispersing the mixed siKca fibers in water to form a slurry, depositing the sluny^ on a mesh bed, 
applying the binder for impregnation and drying and compacting (col 6 lines 14-46). The 
impregnation maybe carried out by using nip roller coating (calendaring) as in instant claim 16 (col 6 
lines 14-25). The fibers are randomly oriented in the substrate as in instant claim 19 (col 6 lines 8- 
13). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained thoLigh the invention is not identically disclosed or described as set fonh in section 
102 of this title, if the differences between the subject matter sought to be patented iind tlie pnor art arc SLich that the 
subject matter as a whole wotild have been obvious at the time the invention w<is m.ide to a pei^son havuig ordman^ 
skill m the art to which Siud subject matter pertains. Patentability shall not be negath^ed by tlie manner m wliich the 
mvention Wiis made. 

The faaual inquiries set forth in Graharnv. John Deem Ca, 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for deterrnining obviousness under 35 US.C 103(a) 
are summarized as follows: 

1. Deterrnining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skUl in the pertinent art. 
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4. Considering objective evidence present in the appKcation indicating obviousness or 
nonob viousness . 

Claims 3-5 and 11 are rejeaed under 35 U.S.C. 103(a) as being unpatentable over Stonehart 
(181) in \aew of Denton (958). 

Stonehart (181) teaches all the elements of instant claims 3-5 and 11 as in claims 1 and 10 
above, except about the nature of sHica fibers as chopped and/ or microfibers as in instant claim 3, 
their proportion in the substrate as in instant claim 4 and 5, and testing the substrate in boiling water 
as in instant claim 11. Denton (958) teaches silica fibers and chopped and microfibers (col 3 lines 5- 
23, examples 2-5). It would be obvious to one of ordinar)^ skill in the art at the time of invention to 
have the silica fibers as chopped or microfibers or a mix of the two as taught by Denton (958) in the 
teachings of Stonehart (181) as altemate but equivalent. As to their proportions, Stonehart (181) in 
view of Denton (958) does not teach what proportions they should be mixed. However, the range 
of mixing also would be obvious to one of ordinar}^ skill in the art at the time of invention, as the 
proportion does not seem to be very important from the teachings of Denton (958) (working 
examples 2-4 do not provide any specific proportion indicating that the actual mix proportion is not 
important). As to the boiling water test as in instant claim 11, it would be obvious to one of 
ordinary skiU in the art at the time of invention that the membrane as made by the process of 
Stonehart (181) should also test similarly and provide about 9% change in area. 



Conclusion 
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Any inquir)^ concerning this communication or earlier communications from the examiner 
should be directed to Krishnan S Menon whose telephone number is 703-305-5999, The examiner 
can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone arc unsucccsstul, the examiner's supen'isor, 
Wanda L Walker can be reached on 703-308-0457. The fax phone numbers for the organization 
where this application or proceeding is assigned are 703-872-9310 for regular communications and 
703-872-9311 for After Final communications. 

Any inquir}" of a general nature or relating to the status of this application or proceeding 
shotild be directed to the receptionist whose telephone number is 703-308-0661. 

Krishnan S. Menon 
Patent Examiner 
May 9, 2003 



